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" Art. 1, para.8 of U.S. Constitution:"The Congress shall have power to lay and collect taxes, duties, imposts
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2 Art.1, para. 2 of Paris Convention:“The protection of industrial property has as its object patents, utility
models, industrial designs, trademarks, service marks, trade names, indications of source or appellations of
origin, and the repression of unfair competition.”
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1535 U.S.C. §101:“Whoever invents or discovers any new and useful process, machine, manufacture, or
composition of matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the
conditions and requirements of this title.”

1635 U.S.C. §161:“ T Whoever invents or discovers and asexually reproduces any distinct and new variety of
plant, including cultivated sports, mutants, hybrids, and newly found seedlings, other than a tuber propagated
plant or a plant found in an uncultivated state, may obtain a patent therefor, subject to the conditions and
requirements of this title. II The provisions of this title relating to patents for inventions shall apply to patents
for plants, except as otherwise provided.”

735 U.S.C. §171: “ T Whoever invents any new, original and ornamental design for an article of manufacture
may obtain a patent therefor, subject to the conditions and requirements of this title. II The provisions of this
title relating to patents for inventions shall apply to patents for designs, except as otherwise provided.”
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subject matter of a patent is a product, to prevent third parties not having the owner’s consent from the acts of
making, using, offering for sale, selling, or importing for these purposes that product; (b) where the subject
matter of a patent is a process, to prevent third parties not having the owner’s consent from the act of using the
process, and from the acts of using, offering for sale, selling, or importing for these purposes at least the product
obtained directly by that process.’
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% 'R £} © ”(a) Except as otherwise provided in this title, whoever without authority makes, uses, offers to sell,
or sells any patented invention, within the United States, or imports into the Untied States any patented
invention during the term of the patent therefor, infringes the patent.”

3 FL¥ £ ¢ ”(b)Whoever actively induces infringement of a patent shall be liable as an infringer.”

% R £5 ¢ ”(c)Whoever offers to sell or sells within the United States or imports into the United States a
component of a patented machine, manufacture, combination, or composition, or a material or apparatus for use
in practicing a patented process, constituting a material part of the invention, knowing the same to be especially
made or especially adapted for use in an infringement of such patent, and not a staple article or commodity of
commerce suitable for substantial noninfringing use, shall be liable as a contributory infringer.”
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“0 Donald S. Chisum, Chisum on Patents, 5™ ed, §19.01, 19-5(1996).(“ if a patent owner exploits his patent in
an improper manner by violating the antitrust laws or expending the patent beyond its lawful scope, the courts
will withhold any remedy for infringement — even against an infringer who is not harmed by the abusive
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dont les juges auront été choisis d’un commun accord pas le défendeur et le demandeur; juges
auxquels il conviendrait mieux de donner le nom d’arbitres. ) - 37 % #Jd; 2 #7 % 4¢ (Avristotle,
3%328&)%&%rﬁﬁ&@@ﬂ’ﬁ&?@%%é:ﬁﬁﬁiﬁﬁi?@ﬂjﬁ
Ao o ke &3 (Parbitrevise a I’équité, le juge la loi; I’arbitrage a été inventé pour que
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* B £ ¢ ”(3)An arbitration is international if :(a) the parties to an arbitration agreement have, at the time of
the conclusion of that agreement, their places of business in different States; or (b) one of the following places
is situated outside the State in which the parties have their places of business: (i) the place of arbitration if
determined in, or pursuant to, the arbitration agreement; (ii) any place where a substantial part of the
obligations of the commercial relationship is to be performed or the place with which the subject-matter of the
dispute is most closely connected; or (c) the parties have expressly agreed that the subject matter of the
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FER AL ERRH NG AR AT AT AR B - ML R
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PRZEFZ -G FEIEMERNNET 2L EREFAPEHEES - - NS

ZORZ R HR TR EP S, L THET R R R aiEerfEL THRT B R
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62 JEL 13, 1 "The arbitral tribunal shall decide the dispute in accordance with such rules of law as are chosen by

the parties as applicable to the substance of the dispute. Any designation of the law or legal system of a given

State shall be construed, unless otherwise expressed, as directly referring to the substantive law of that State and

not to its conflict of laws rules.”

%3 JEL 13, 1 "The arbitral tribunal shall decide ex aequo et bono or as amiable compositeur only if the parties

have expressly authorized it to do so.”
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65 rr’aﬁ Hi, Ry Pﬁiﬂz&ﬁfﬂ ugﬂ%jﬂj@ [ AR SR A AR (Mandated Settlement and Negotiated
Settlements ) =V 5 51 s S S (med-arbiter ) LTS S o [Ff[ ‘r}jﬁ FI&J
E A l@[}%ﬂ“}? 3ET %}Pj’ﬁﬁ\ Pﬁi HIJF} [ /7 7 BRI - See Katherine V.W. Stone, Private Justice: The Law
of Alternative Dispute Resolution, Foundation Press, at 6-7 (2000).
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validity or invalidity, its infringement or non-infringement, is a matter that inherently
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FFiE fa> 1975 & Diematic Mfg. Corp. v. Packaging Industries, Inc. [516 F. 2d 975 (2d.
Cir1975)]z % > 3u i THAlF »cbz2 B4R LT HE 2 £ 1 28 JIF > R HE 235

81 9 U.S.C. 8 2:“A written provision in any maritime transaction or a contract evidencing a transaction involving
commerce to settle by arbitration a controversy thereafter arising out of such contract or transaction, or the
refusal to perform the whole or any part thereof, or an agreement in writing to submit to arbitration an existing
controversy arising out of such a contract, transaction, or refusal, shall be valid, irrevocable, and enforceable,
save upon such grounds as exist at law or in equity for the revocation of any contract.”

8 Marion M. Lim, ADR of Patent Disputes: A Customized Prescription, Not An Over-the-counter Remedy, 6
Cardozo J. Conflict Resol. 155, 166 (2004).

8 Julia A. Martin, Arbitrating in the Alps Rather Than Litigating in Los Angeles: The Advantages of
International Intellectual Property-Specific Alternative Dispute Resolution, 49 Stan. L. Rev. 917, 937 (1997).

8 See Lim, supra note 82.

% Zedlipt ﬁ\[ES«'E Gl Hl%& ViEH| —#T' ﬁfﬂ s Ve F‘Ii gyt rrpwj 'H@ﬁuﬁ?} () — =
EME(TL) B J e il[ai«'rgrm'f[l%&m 1998 F 7 £ > — 455 179 FI o Z{FHCEIFVRIY £ 27 Questlons
of patent validity are mapproprlate for arbltratlon proceedlngs and should be decided by a court of law, given the
great public interest in challenging invalid patents.”
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% See Lim, supra note 82, at 167. A{[F}EIFI VR 1% @ "The grave public interest in issues of patent validity and
infringement renders them inappropriate for determination in arbitration proceedings.”

8 Thomas G. Field Jr, Patent Arbitration: Past, Present and Future, 24 Idea 235, 240 (1984).
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% 35 U.S.C. §ﬁ294(a) :“A contract involving a patent or any right under a patent may contain a provision
requiring arbitration of any dispute relating to patent validity or infringement arising under the contract. In the
absence of such a provision, the parties to an existing patent validity or infringement dispute may agree in
writing to settle such dispute by arbitration. Any such provision or agreement shall be valid, irrevocable and
enforceable, except for any grounds that exist at law or in equity for revocation of a contract.”

% 35 U.S.C. §294(b):“Arbitration of such disputes, awards by arbitrators, and confirmation of awards shall be
governed by title 9, to the extent such title is not inconsistent with this section. In any such arbitration
proceeding, the defenses provided for under section 282 of this title shall be considered by the arbitrator if raised
by any party to the proceeding.”

% 35U.S.C. §282:"

A patent shall be presumed valid. Each claim of a patent (whether in independent, dependent, or multiple
dependent form) shall be presumed valid independently of the validity of other claims; dependent or multiple
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dependent claims shall be presumed valid even though dependent upon an invalid claim. Notwithstanding the
preceding sentence, if a claim to a composition of matter is held invalid and that that claim was the basis of a
determination of nonobviousness under section 103(b)(1), the process shall no longer be considered nonobvious
solely on the basis of section 103(b)(1). The burden of establishing invalidity of a patent or any claim thereof
shall rest on the party asserting such invalidity.

The following shall be defenses in any action involving the validity or infringement of a patent and shall be
pleaded:

(1) Noninfringement, absence of liability for infringement, or unenforceability,

(2) Invalidity of the patent or any claim in suit on any ground specified in part II of this title as a condition for
patentability,

(3) Invalidity of the patent or any claim in suit for failure to comply with any requirement of sections 112 or 251
of this title,

(4) Any other fact or act made a defense by this title.

In actions involving the validity or infringement of a patent the party asserting invalidity or noninfringement
shall give notice in the pleadings or otherwise in writing to the adverse party at least thirty days before the trial,
of the country, number, date, and name of the patentee of any patent, the title, date, and page numbers of any
publication to be relied upon as anticipation of the patent in suit or, except in actions in the United States Court
of Federal Claims, as showing the state of the art, and the name and address of any person who may be relied
upon as the prior inventor or as having prior knowledge of or as having previously used or offered for sale the
invention of patent in suit. In the absence of such notice proof of the said matters may not be made at the trial
except on such terms as the court requires.

Invalidity of the extension of a patent term or any portion thereof under section 154(b) or 156 of this title
because of the material failure—

(1) by the applicant for the extension, or

(2) by the Director, to comply with the requirements of such section shall be a defense in any action involving
the infringement of a patent during the period of the extension of its term and shall be pleaded. A due diligence
determination under section 156(d)(2) is not subject to review in such an action.”

% 35 U.S.C. §294(c):“An award by an arbitrator shall be final and binding between the parties to the arbitration
but shall have no force or effect on any other person. The parties to an arbitration may agree that in the event a
patent which is the subject matter of an award is subsequently determined to be invalid or unenforceable in a
judgment rendered by a court of competent jurisdiction from which no appeal can or has been taken, such award
may be modified by any court of competent jurisdiction upon application by any party to the arbitration. Any
such modification shall govern the rights and obligations between such parties from the date of such
modification.”
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% 35 U.S.C. §294(d): ”When an award is made by an arbitrator, the patentee, his assignee or licensee shall give
notice thereof in writing to the Director. There shall be a separate notice prepared for each patent involved in
such proceeding. Such notice shall set forth the names and addresses of the parties, the name of the inventor, and
the name of the patent owner, shall designate the number of the patent, and shall contain a copy of the award. If
an award is modified by a court, the party requesting such modification shall give notice of such modification to
the Director. The Director shall, upon receipt of either notice, enter the same in the record of the prosecution of
such patent. If the required notice is not filed with the Director, any party to the proceeding may provide such
notice to the Director.”
%" 35 U.S.C. §294(e):“The award shall be unenforceable until the notice required by subsection (d) is received
by the Director.”
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% 35 U.S.C. §135(d):“Parties to a patent interference, within such time as may be specified by the Director by
regulation, may determine such contest or any aspect thereof by arbitration. Such arbitration shall be governed
by the provisions of title 9 to the extent such title is not inconsistent with this section. The parties shall give
notice of any arbitration award to the Director, and such award shall, as between the parties to the arbitration, be
dispositive of the issues to which it relates. The arbitration award shall be unenforceable until such notice is
given. Nothing in this subsection shall preclude the Director from determining patentability of the invention
involved in the interference 7
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