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The Analysis on Legislative Policy of Punitive Damages in
Patent Infringement: Focusing on the Taiwanese and
American Patent Laws

Abstract

Punitive damages, a traditional system under the common law, aims to sanction
those infringers having substantially subjective malice by awarding enhanced damages
beyond the actual damages. It is naturally different from compensatory damages.
Punitive damages were originally used to dealing with serious violations of the victims’
dignity of the cases. With the development of economic society, this system was
gradually used to punishing corporations and sanctioning economic crimes.

Since Taiwanese tort laws are mainly inherited from German laws, which only
permit plaintiffs claiming for compensatory damages. Punitive damages were only
adopted in several specific kinds of tort laws, as in the patent law. However, the
provision of punitive damages was revoked in the current patent reform act drafted
by Ministry of Economic Affairs.

This study starts out by introducing the trend of American law, the essential
practical cases, and the recent patent reform acts. It concludes the trend to have the
following three characteristics:

1. Strictly limit the constitution of willful infringement;
2. Increase patentee’ s burden of proof; and
3. Restrict the scope of awarding punitive damages.

The study then empirically analyzes the related judgments of Taiwan Intellectual
Property Count over the years. It finds that in majority of the cases claiming punitive
damages, most plaintiffs can even not to prove that defendants have infringed their

patents, yet force defendants to settle. Also, the court in Taiwan usually award
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patentees punitive damages loosely only if they can prove that infringers had known
the existence of the patent . This phenomenon makes the standard in practice not strict
as the standard in law.

Lastly, this study sums up the aspects from the development trend of
American patent law, current practice in Taiwan, the theory of punitive damages
function, and economic analysis of law, and finds that it would be inappropriate
to revoke the provision of punitive damages in patent infringement cases. This
study suggests that punitive damages should be awarded only in two types of
willful infringement: 1. when the defendant is a “free rider, or 2. when the
validity of the patent need not be challenged anymore. This way, it may lower
the cost of research and development, give developers more chance to challenge
junk patents, and finally reach the purpose of patent law - encourage

innovation.

Key Words: patent infringement, punitive damages, enhanced damages, willful

infringement, patent law, patent reform act, In re Seagate, deterrence theory
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MEDIAN LITIGATION COSTS $000s

2001 2003 2005 2007
PATENT INFRINGEMENT SuIT
LESs THAN $1 MILLION AT RISk

End of discovery $250 $290 $350 $350

Inclusive, all costs 499 500 650 600
$1-$25 MILLION AT RISK

End of discovery $ 797 $1,001 $1,250 $1,250
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Inclusive, all costs 2,992 3,995 4,500 5,000
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ESTIMATED TOTAL COST OF A PATENT INFRINGEMENT
SUIT (P. I-90 to 1-93, Q36a-Q36f)

Less than $1 million at risk
End of Discovery

Inclusive, all costs

$1-$25 million at risk

End of Discovery

inclusive, all costs

More than $25 million at risk

End of Discovery

Inclusive, all costs
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B ARGEFSAZABRETF PFIREET T2~ G - 7 EAk
5 Tt = (strict liability tort)4] & o = iz LIS F 0 R 2 BASTHN
P2 g FAARS LA R BT AR EFEaM® 1 E L %
T (willful)p > § % 2 W& 12 35US.C.8284 % 27 = B F R &2 7 o
BEXTFHIFLLF B HERTREIREJIERT 20 R @

AFE pRaERFE O FHALAR LR ERC 2B ABALNFT
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Mo pl4e Graver Tank — %°¢ > 2 REB Tt d B LI H Y LA
AL Z AR LEAT AL H B AFEP > AR TR o F IR R Y MR
W2 B FE A RF LG TRELIAIERILER ) 2 ER R
f&77 k3 F p 1995 & Warner-Jenkinson — kL% 5 84 § TG HERT 0
A RERHEEIE Regrmedso

o

(“

R

(2L IF R EEE AR S 42k 1871 & 0 Wallace v. Holmes - %' >
B 3 1909 & % B F /2 fx 1 > Leeds & Catlin Co. v. Victor Talking Machine Co.-

" 35 U.S.C. 271(a):”Except as otherwise provided in this title, whoever without authority makes, uses,
offers to sell, or sells any patented invention, within the United States, or imports into the United States
any patented invention during the term of the patent therefor, infringes the patent.”

8 Kenneth W. Brothers1 and Michael A. Weinstein, Analyzing Allegations of Willful Patent
Infringement Claims After Seagate, 2008 IPO Articles & Reps., Pats. Sec. No. 3, 2008

® Graver Tank & Mfg. Co., Inc., et al. v. The Linder Air Products Company, 85 U.S.P.Q. 328, 1950.

O PRI R R A R BT 5716 % 576 1 - 1 24-34 > 2004 F 6 7

1 Wallace v. Holmes, 29 F.Cas 74 (C.C.D Conn. 1871)
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i * gy (circumstance evidence ) & 1P o
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BA WA g fia A A BT R A EE L RIS
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# 37 (Design)
AEARPERIBNLEE A pRE TR EIEERT

12 |eeds & Catlin Company v. Victor Talking Machine Company, 213 U.S. 325 (1909)

" GirET (2008) 0 E‘JJ FIbRED AR e i PR — AR SO IR PSR
e S %KD ° 5733 Fl e

YO e g JJ*[H@ i - PP J**IH@ RN T X A SR ES
P F A TR, -

15 35 U.S.C. §271(b):“Whoever actively induces infringement of a patent shall be liable as an infringer.”
AN T B ] > BT 16 B 2T 11 0 F1 95-151 > 2008 £ 1 F| - fLFEHT (2008) - EJJHJ#;@

AR A P IR AR 2SS E RIS PSS RO R e SV 341 -
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oo E A A EET
4. g (License)
%ﬁ%Aﬁ%ﬁﬁw?ﬁﬁﬂwﬁy’%ﬁﬁﬁ‘@”?ﬁ%%%ﬂﬁﬁ%
Bl rHRT ARSI W Adld o T TS Rl &Y
5. dpom L RER
FEOHASZ R AURE Iy B RV RESFERT o
6. & F # %5 = (indemnification)
FoRELTEFY GpH LR - FRETE 2 R EL T S (letter of
indemnification) & % ) ¢ % 374 % ik 30 i\/{;—fg% TR R 5
Flzo 2> BRpH R 22 S AR AN IS A FRT > LF
AERPOERE T ERGER BT MO T NI AERT

BT L AL

EN
I
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SRS
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(=)¥res 23
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gz fe Rt TREEY  RJIEACEED (LB AEE &
HpEgferz 22 Gt URSZEPZFP N F 22 At REE I ER

,

\

735 U.S.C. §271(c):“Whoever offers to sell or sells within the United States or imports into the United
States a component of a patented machine, manufacture, combination, or composition, or a material or
apparatus for use in practicing a patented process, constituting a material part of the invention, knowing
the same to be especially made or especially adapted for use in an infringement of such patent, and not a
staple article or commodity of commerce suitable for substantial noninfringing

use, shall be liable as a contributory infringer.”
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T2 2T REFE > GEJIEEREL FTELE > DENLNE L 2R
EXAREFET T RLIEA T EP AL LRBEET > AEd A2 By
Al R EEA > P L RGER FiH L P e
o8 WTHELR
RN N0

ERE IR BB T2 4 k5 35US.C. 8284 A &k 4 s

”f@'rﬁﬁ ﬁﬂ@ﬂﬁﬁ@ﬁﬁV—%"%ﬁﬂ%ﬁﬁ>®“ﬂW§@@Fﬂw$%’
I Wﬁﬁlﬁ%@ﬂlﬁ\ﬁ l—il’ﬁ[’l“‘j RV REE] L fjif - Q?EJF% ’ ?’Fi'@ ﬁ%ﬁ%ﬁiﬁ{ﬁﬁ@? °

% HESEM (2006) et iy i B?E’?IJR?%EJ* Flips Y = @t = BIEE]27 10 § 57 12 #] - 57 18~19
fre

S (2008 LR Iy BEAIGEI FIRMIDY 2 BRI - 2 ETIY 10 4 5712 8] - 57 25~26
fre

%035 U.S.C. §284:”Upon finding for the claimant the court shall award the claimant damages adequate
to compensate for the infringement but in no event less than a reasonable royalty for the use made of the
invention by the infringer, together with interest and costs as fixed by the court.

When the damages are not found by a jury, the court shall assess them. In either event the court may

increase the damages up to three times the amount found or assessed. Increased damages under this
18
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HE e ;&”«‘L#FT DN IR MY R BRI R o

Hipznz it R Bind®  RER3 AL ey
3% > 35U.S.C. 8284 % 2 3E R 2 ¥ | ¢hd jFRuip @2 o p ¢ » 35U.5.C. 8284 %
3ART ZFHRIRFIRFHRLAEERIEF  FHBERET S Ao
TR EL#F 235USC 8284 % 1R s R "2
Nz g gpirg 2 S 4 0 BRADERE T2k
TR E THEEE e
FEmgprnegr iy - oA ZEAE2FIE (lossprofit) 345 > #

- Lk &4 & (reasonable royalty) i e

1964 & £ W50 3 i Fa3t Aro Manufacture Co. v. Convertible Top
Replacement Co. % #|id-dg 41 78 & {14 A XL - R4 7 mEJI S %
TARYRZFR o BT EF AR Al P REF S E RS
St ) ¥ B2 F) % B %o i “But-for test”z 3 3N de R R Wi AR L A G
ETFL o REr R EEZJIE LR oo

s mnicir b3 Far f 1978 & Panduit Crop. V. Stahlin® - & 2)-#
FEd Titw BEE R TR L A I E - LF T A % 2 "But-for
test” :

(1) E 7 F¥:2 & 14 &F F F(demand for the patented product)

(27 5 3 ¥ 8L 2Lz (7 &(absence of acceptable
non-infringing substitutes) : g~ i 2253 F b5 7 (F2FRE RGP FF TR -
TRpe B fIEAMRE EEFIP &

QR4 2 Wi ~ 4 & iy 4 & ¥ 3% K (his manufacturing

paragraph shall not apply to provisional rights under section154(d) of this title.
The court may receive expert testimony as an aid to the determination of damages or of what royalty
would be reasonable under the circumstances.”

- panduit Crop. V. Stahlin, 575 F.2d 1152;1978 U.S. App. 197 U.S.P.Q. (BNA) 726
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1958 # ¥ % 1 Georgia-Pacific Corp. v. U.S. Plywood Corp. % 2];4&-# » jx Fadk

SR S

AQE}iEﬂ?iiﬁ%%ﬁ’gﬁiiﬁﬂﬁz

MPAEA R APF T X Bl BB Rl r R 2 A F

DB R bl BIE S AL B AR SRS U AR

S ANE ]

4, BANEA T2 Kok o SIEB BN G E R R R

5. B 2R MG Glde T SAR T RAPR B % 288 F ~ AT P A 2
o5

6. d WAL BT S LA S FOARE A H B 2 Wk X g
%ﬁﬁAgwﬂgﬂmw\me%m’ﬁﬁm*ﬁéﬁﬁgi

7. s B2 3 s b P 2 REdh L2 £ &

8 FLXBJIFHZ TG B~ FHAER - FTZEE AR o

9. & EFlapiot L Bz 5 i &2 iREk o

10, AL B2 AT R A A F Rt 2@% % kSR FREFLAIE -

11 B A I s L¢P 22k » 12 A" § B2 #Hy

’

w poE

2 Georgia-Pacific Corp. v. U.S. Plywood Corp., 318 F.Supp. 1116 (S.D.N.Y.1970.)
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WL e
13. Brg e A 5T te 2 2k S BRI TR QAR FRR R £ RS S0
V2 s T ER R L BT LA

14, iF 2. &%
15, > @ P s pRZHFRTITET OV AR L 28T E (WERE R4
PEBLL M) AW A RBALS N T AR vy ERJIEZ

T2 ACE PR Bt R A Y AL o3 2 o 2 35US.C.

§Section 287(a) 3 % » £ Freh A 4 B 80 T 2% Fr(constructive notice) ¥ F

¥z 2 sr(actual notice) -

o4

bpe B Rt AR REARE @ed s T . 3
THEA Fardi it A2 w2 3 AR RTHLB r 2 A7 FRE -2

72 (reasonableness) 1 48 it

\:t
>

F 7 Hor 2 B %7(gaps in marking) > & JE B % 2
(remediation) » 7 R § 4+ % Mo 4 4o dkd o poh s FERAIBIEET NHF &
QR = DRNUBCE R UL S A $ah

i

FOEL LR NERA 0 S FEBAH . TE TR EL o i

¥ 35 U.S.C. 287 (a):"Patentees, and persons making, offering for sale, or selling within the United
States any patented article for or under them, or importing any patented article into the United States,
may give notice to the public that the same is patented, either by fixing thereon the word “patent” or the
abbreviation “pat.”, together with the number of the patent, or when, from the character of the article,
this cannot be done, by fixing to it, or to the package wherein one or more of them is contained, a label
containing a like notice. In the event of failure so to mark, no damages shall be recovered by the
patentee in any action for infringement, except on proof that the infringer was notified of the
infringement and continued to infringe thereafter, in which event damages may be recovered only for
infringement occurring after such notice. Filing of an action for infringement shall constitute such

notice.”
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TR T A e A G RAR S R R e PERE W T R
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Fz & FHEREEHR

bl

eI

- R A2 R RE AR

A E e £ (punitive damages) - 7* 3 AL 5 “exemplary damages” -

“vindictive damages” ~ “punitory damages” -~ “presumptive damages” -~ “added

”

damages” -~ “aggravated damages " -~ “speculative damages” -~ “imaginary damages

* ZEVI (2008) > EJ’*IJ@"@E' (SRR > 2]y AT RO & 5 - 5) 72-81 i
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éﬁ%aoHa&ﬂﬁ%%f%ﬁﬁ’%ﬂﬁgfiﬁ%fﬁiﬁ?‘ﬁ%ﬁé
T EA Y (EER TSR Y R ERIL T L F RERVEOE S

FREP IRt AL ARV *kWP%T=
(—)ﬁiﬁ%%%%%w&ﬁﬁﬁﬁﬁ:% S Pz FRERKERRZ D

® WA= (2003) v | TR 5 1k RN B R R S TR R (RS =
Ff’”d} ° B} 5-6 Fl °

0T %r’éﬂffﬁj ﬁ]“él . (nominal damages) F‘K’ T3 FTFJ Eﬁ (E o BB S Fﬂﬂj TR Eﬁ fH= o

IR S A L R T IR o (cause of action) - (FV Al #YIRIEISE - 5928 P
FEIPIpE » BRI QBRI S I3 NG TR R PR
DS R R FE E R F o 4? g% (2009) - FF” lgﬁ[éf il GG e 2k

EH SIS FF” o BYT Fle

51 Restatement ( Second ) of Torts §908 (1977) :”

(1) Punitive damages are damages, other than compensatory or nominal damages, awarded
against a person to punish him for his outrageous conduct and to deter him and others like from similar
conduct in the future.

(2) Punitive damages may be awarded for conduct that is outrageous, because of the defendant’s
evil motive or his reckless indifference to the rights of others. In assessing punitive damages, the trier of
fact can properly consider the character of the defendant’s act, the nature and extent of the harm to the

plaintiff that the defendant caused or intended to cause and the wealth of the defendant.”

The American Law Institute, Restatement of The Law Second, Torts 2d, Volume 4, 464 (1979 ) .
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> Bruce J. Mckee, The Implications of BMW V. Core for Future Punitive Damages Litigation:
Observation From A Participant, 48 Ala. L. Rev. 175(1996). [ - {8 ’F’LEJII?}FJ%’E?’,@? ' Fl

303-304 - 2008 = 6 *| -
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- "5‘}(,&‘} | * e A 2 1 (= mx&Fl iFIF] li'g » PR g Lbf#—t}: ré“"t’f#FTJo ""&rﬁi

Hag 9% s g AP g Ed A ARG E Y BRI ESLEE
w4,4%?$$%\imgﬂﬁﬁ~n@wmmﬂ\@rvﬁﬁqiim

E R ) E - DR EES R N EE DI
TR AR LR & e LB ¢

H

FFHHLEHRG - IR H# R EFFMm B E2d 5
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TP FERFR I AR 2T 2T 2 e ArHAERE R o

A TF R RN EEA T RPN T 2 L LV ARR
FANT LAETHERRDT G AT A REAEARRZ PR o RER
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7 35 U.S.C. §284:”Upon finding for the claimant the court shall award the claimant damages adequate
to compensate for the infringement but in no event less than a reasonable royalty for the use made of the
invention by the infringer, together with interest and costs as fixed by the court.

When the damages are not found by a jury, the court shall assess them. In either event the court may
increase the damages up to three times the amount found or assessed. Increased damages under this
paragraph shall not apply to provisional rights under section154(d) of this title.

The court may receive expert testimony as an aid to the determination of damages or of what royalty
would be reasonable under the circumstances.”

"8 35 U.S.C. §285: “The court in exceptional cases may award reasonable attorney fees to the prevailing

party.”
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that shall be at least equal to three times the price, for which the patentee has usually

sold or licensed to other persons, the use of the said invention®.”) |
= ~ 1800 & & §1:2

1800 & & fi;x #-= Bpaff =5 - T &2 F) 2 (required award) - 3
B A Fiedg R e @P 29T, = B2 % (“asumequal to three

times the actual damage sustained by the patentee®”) « ;% ot = & B2 45 02
FE L

z ~ 1836 & & 42

1836 & & ;132 » %30z B2 2 4Ep r%%l_ﬁ]‘?'ﬁj’f\z} ERER AN

" Act of Apr. 10, 1790, Ch. 7, § 4, 1 Stat. 111.
8 Act of Feb. 21, 1793, Ch. 11, § 5, 1 Stat. 318

8 Act of Apr. 17, 1800, ch. 25, § 3, 2 Stat. 37, 38
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¥z 2R i E £ 2 2 (“it shall be in the power of the court to
render judgment for any sum above the amount found by [jury] verdict as the actual

damages sustained by the plaintiff, not exceeding three times the amount thereof,

according to the circumstances of the case®.”) -

PSR F ANt LAY FREPEHZEPFE A RA2 B
FIIR E A2 F R FPw s o LAY SHF ] Ao b2
Ao AT B EEELBA G RAED ﬁﬂ&&m&ﬁAﬁ%%%é%%ﬁﬁ
Ll gl e v F 2 R B B8R AR RT B
BEEY BT B ARG T A o R B W 2 R
P AR R AREFRT RS BT AL = BRBH

% 1853 & 7 Seymour v. McCormick — % 7 » B 2R E g 2 Fudtpt = 13 % #-=

o tpifd pRocid B P AR AA TR ALY S Rd e AN A S
CRRH - G2 R R BRI EAEARY S =50 F A 2T Gk

BEldpd o Z BRI P e N2

f o
E:
b
C'f?

- % (wanton or malicious)
AT A EF R ARV EARERZ AR A RE BT TR LR

(ignorance or good faith) 2 {7 5 A Z %[ &F » 2 5 H i § 1+

7 ~1870 & & 42

1

P At T h E TR 2 R R L B R
T FE L > & "‘F 12 iz L—gr‘f RS :fﬁ"j:‘ﬁ‘f

8 Actof July 4, 1836, ch. 357, § 14, 5 Stat 117, 123

8 Ryan Crockett, Balancing Burdens for Accused Infringers; How In Re Seagate Got It Right, 58
DePaul L. Rev. 1047, 1049-1050,( 2009)

# X [ﬁﬁﬂfﬂﬁfﬁt@@ rz lﬁ?ﬁlﬁ ﬁﬂliﬁ&’iﬁ' A TR R LT ) i - Fps ﬁﬁ e
PR U ERIV I T LA o fE AR ik e E 7 1886 U Clark v. Wooster — %
FHTPH E, = PFHF?E 8 ﬁfut'g?ﬁ' [HIERT o H A }%LF e F, Vi) %ﬁ%’?&“é‘ﬁ’ﬁ%ﬁﬁ%’ﬁﬁl’?ﬁﬂf JHEL 7

Al
LHEE R PIW*‘?EH;% i s & 7\}%@ Eﬁ f#iElr#E - Clark v. Wooster, 119 U.S. 322 (1886)
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+ ~1922 & & 4z
poE @ T E&3HEq] & | (the reasonable royalty) 3 78 & fI4# L 352 2 3+
DANRE A SIS SR h SUEACE S5 Ny 471

Ve

+ 1946 & & 412

1946 & 2 & 1k Bk 0@ = GETER G £ 2 R RRRS I ER
TaR e Aa Y Bhd 2 (D)2 R A HI R HT IR 2 24
%miﬁ%;mgé3%%%§ﬂaiﬁm’?ﬂ%%ﬁ&§%ﬂﬁ&éﬁ

HFEFIRE  RIBELBHELAZFE A (FRiF i
B ) R A ERENEN L BRI BFAREL LTI

1952 & i3 & % = 2 B {2 Haeh pTERIT2 35US.C 8284 4k o

%W%ﬂéiﬁﬁ«% B BT §RE N R TR
AR £ R R LG L Ren e Jept > TR AL AL BB SRR

i ERERBAF L E YR BRFFITEL TR E
BALFEIFFITS F & bldoF WINEF 2 ey 3t 1876 # Birdsall v. Coolidge -
FEAD R o 2 E R Bl 2 SREFEREHES A GHERT S

EAF RF LT R TR 2o % B manE F s r & 1886 # Clark
v. Wooster & 24P FEgapt — = 30 i BB A T FlA AL RS 34 § A2

8 Justin P. Huddleson , Objectively Reckless: A Semi-Empirical Evaluation of In re

Seagate, 15 B.U. J. Sci. & Tech. L. 102, 106, (2009)

% Birdsall v. Coolidge, 93 U.S. 64, 69-70 (1876).
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& ;:'z B oA RERT O BN A FRE LT &R AT AR TG
711960 1 1970 & > F 5+ L fE 4 B 4G %= B 2l EE T £
2 AREL o P TR ATEIRICIr F PRE R 0 BRI c Z R TR &
(willful infringement) | & & i > QI 2§ & P el 5] 18 A #roR2 3 Bk o
G4 1969 & - % - i+ 2R B Am. Safety Table Co. v. Schreiber - % % 7+ >
RS > WA RE 4 dpx § (deliberate) it i #IEM PF 0 E F 2
AbeERR 2 R E o F b2 AA#® < 401079 £ 2 12 & Leesona Corp.
v. United States — % % 77 » % BB % 5 &9 (punish) & 7 #= & (willful and
deliberate) 4% 2 o gk fi 2 g A e fiin g A waw b RE v dE TR
FEVLF  ZHY -
1983 & 7 2R # % ;2 F& . General Motors Corp. v. Devex Corp. % 2)i4-# > {3
s TA PR A > 24 L 35U.8.C. §284
2% 3 % 435 U.S.C. §285 F "] i * >t &k i % (exceptional circumstances)® |

e 35US.C.8284 ¢ = 22

2 4545 %« 35U.S.C. 8284 p 72 = > afEf 4 4 2 s=x & 0 Flpt 35U.S.C. 8284
PRl T et s o
£ 1983 # > AFA LD AERF LR P BN iz
& Stickle v. Heublein, |nC.92§‘-_';5f.’ Underwater Devices, Inc. v. Morrison-Knudsen
Co. 5k & RIZ|j-¥ 343 i3 HeRd i 2 IR AL - 3 # Ryan Crockett 325 » » 477
BERicar bR i BEREF VL T 4 ) & TR £

%’”‘IV’L %494 & ’K‘(((—g\]z P”%/z‘f’ol__f g}],ljj_:‘ , ~3$‘€4\01/15«"1 |';_ f% E%Tﬁ"'léi%

8 Clark v. Wooster, 119 U.S. 322, 326 (1886)

8 Am. Safety Table Co. v. Schreiber, 415 F.2d 373, 378 (2d Cir. 1969).

8 | eesona Corp. v. United States, 599 F.2d 958, 969 (Ct. CI. 1979)

% Gen. Motors Corp. v. Devex Corp., 461 U.S. 653 (1983).

°1 35 U.S.C. §285 " {9} {44 (exceptional circumstances) Ep?ﬁﬂﬁiﬁq[r&] rﬁ,ﬁi’k (A, [‘?"JI/
PUE ATV T8 R L e

% stickle v. Heublein, Inc., 716 F.2d 1550 (Fed. Cir. 1983)

% Underwater Devices, Inc. v. Morrison-Knudsen Co., 717 F.2d 1380 (Fed. Cir. 1983)

% Ryan Crockett, Balancing Burdens for Accused Infringers; How In Re Seagate Got It Right, 58
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Jfé(WlIIfuI infringement) 5 & & | 54 > ni B2z BRI T AT R
F &

g

1991 & Beatrice Foods Co. v. New England Printing and Lithographing Co.%® -
R BN PR ek v EL qp s 2 BRI TR e 2 2 e
AR EAE T RN BGRB8 R a2 RfR40iE 54830 - K 0 #-35U.S.C. §284
SRS E GRS TeA L A

~

Jir

kR BER LG Bk

FREAZI 5T AP > Re 2 F 235USC. 82842 = Bppifpra & i

ﬁ?ﬁiﬁﬁﬂwiﬁﬁ,ﬁﬁggﬁﬁmﬁ»¢¢g 3, & (willful
infringement) | 2. /T > % EE T Z BREH o 2t - R AN 2 FPHERRS K

T B 2R se b 3Rk a3t 2004 & Knorr-Bremse Systeme Fuer Nutzfahrzeuge Gmbh v.
Dana Corp %% ~ 2007 # In re Seagate Technology, LLC % 21+ & & 5 Kiupt -
B, P AWML EEATRAGEERLP Y AP R LR
r3s pi e

SR Y S SN N A G

RY
Z B i F HIrE B (trial court) ® BT o od FEE f;ﬁﬁg%{.\g? BYRE > il ¥
H

Gl 2 BANREIE IR T HSEd 2riz d 2 arri B
o

BRI R 2 A fE o PR 2 N LA B R - R 2 E R
BATHALFLATAAEP Sl R SRRy PR HF FR
FHEBRAE LR R IR 2 RS T R B | (the totality of the

DePaul L. Rev. 1047, 1054(2009)

% Underwater Devices, Inc. v. Morrison-Knudsen Co., 717 F.2d 1389 (Fed. Cir. 1983)

% Beatrice Foods, 923 F.2d at 1579

°7 Ryan Crockett, Balancing Burdens for Accused Infringers; How In Re Seagate Got It Right, 58
DePaul L. Rev. 1047, 1055(2009)

% Knorr-Bremse Systeme Fuer Nutzfahrzeuge Gmbh v. Dana Corp., 383 F.3d 1337, 1342 (Fed. Cir.

2004)
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circumstances) 2 B F]% > 1 1T L e £ PR £ R kAo 2 HIMTS KRG P AR
ZHRET 0 BRI LR A

pLeb s AR EARINT Gt R B P2 R4 ¥ ik 35 U.S.C. 8285 7>
Frlak L p LR B o L BIETEE 35U.S.C. 8285 iy [kt B &
(exceptional cases) j 2 #7) o *F e & R 0 PFR Y LA L 7 AT AR

Toleh Bk o @Ak b f S 'f_,a_gm-gg o

Foo8 mABELRT

TR R B BEE R0 s LR RN Rt L2 &
2o fadete 2 B R AT SR (Willful) - FEE L 2 2 g 0 B D Rt
i e

SRR EE G - R R LR BRI T e T R b
B ¥ - R B AR 0 82 B IRBEF
gt RPN & B S o T R N SRR B RRL i) T
3% 3% | (“totality of circumstances”)#* & PF > “T /&3 o 2. SR F) & 5 £ 4 5 E W
ZMiesw bk g r b o 2 R B LA a2 ¥R > T 1983 # Underwater
Devices, Inc. v. Morrison-Knudsen Co. % 21| ;-3% = 2_ £ 4L %, ¢2 2007 & In re Seagate
Technology, LLC % *[id-2 A7{RaF o % 3 JEet £ 4 84 2 W2 Pl b L B2 2
GO N TR St BBl AW

i TERRS, AEREEFHTS

BoORRAERL AT S RLEE R BT R B AT 2T FHRE
(“totality of circumstances”) » 4r 12 2 %710« T3 Bk ¢ i % EREHR L B 3 E R
Jetv S & B Ry bRk B3t 1992 £ & Read Corp. v. Protec, Inc.— % 2[74-¢

PR NARFR o B 2 2R LR 0 2 REF R A2 5 "Read

% State Industries, Inc. v. Mor-Flo Industries, Inc., 948 F.2d 1573, 1576 (Fed. Cir. 1991)
100 30n E. Wright, Willful Patent Infringement and Enhanced Damages—Evolution and Analysis, 10

GEO. Mason L. Rev 97 (2001), p107
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factors™! :

1. &4 7 5 * £_% & X £ @ (whether the infringer deliberately copied) ;

2. BRASALTABYAL AL BIFER DS A E E a0 T A
=4 2 & & %4 (whether the infringer investigated the scope of the patent and
formed a good faith belief that the patent was invalid or not infringed) ;

3. BT A A FmigiT ¢ 2.7 5 (the infringer’s behavior during the
litigation) ;

4. 2 2 BACE P45k i (the defendant’s size and financial condition) ;

% 1 en4p 17 42 & (closeness of the case) ;
A 7§ 7 5 45§ 2 A % (duration of the defendant’s misconduct) ;
4 2 A€ Fcdy 5 (remedial action by the defendant)

2 =T 2 # 4% (defendant’s motivation for harm) ;

© © N o O

w2 E T EBIET H 3§ 7 5 (whether the defendant attempted to conceal
the misconduct) -

ERAR AR A S AU UL S R S AL T
FIE B | 457 & )% > B =niese bRk fa3t SR International, Inc. v. Advanced
Technology Laboratories, Inc.— % # # 77 192, H 2|¢ %)% ¢ 4z

1. &7 5~ E_F & & £ @ (whether the infringer deliberately copied the ideas
or design of another) ;

2. BEF AL T EFR 2 BRI FE AT EAEL AE BJIER X
AL EAP G 5 B JlE st 2 4= &4 (whether the infringer, when he knew of
the other’s patent protection, investigated the scope of the patent and formed a good
faith belief that it was invalid or that it was not infringed) ;

JZ:EFEAITLHFAY §F 4975 2 (7 5 (the infringer’s behavior as a party

to the litigation) -

101 Read Corp. v. Portec, Inc., 970 F.2d 816, 827 (Fed. Cir. 1992).
102 SRI International, Inc. v. Advanced Technology Laboratories, Inc., 127 F.3d 1462, 1465 (Fed. Cir.

1997)
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P o#PEiRELFEERSR

- ~1983 2 2007 : Underwater Devices, Inc. v. Morrison-Knudsen Co.
Ry N 2 B

2007 # Inre Seagate Technology, LLC % -2 m » . F 33+ B & L fie
4 gk R R F 4 1983 & s ria b 272 B i Underwater Devices, Inc.
V. Morrison-Knudsen Co. % s 775> & A L A &2 % > T 1 (- ) BEAAR
F 4o (actual notice):Z & J1 5 A 2 (2 )~ B A A AL R & AF 2 & 7x(failed
to meet its affirmative duty to use due care in avoiding infringement of the patentee's
rights) -

Underwater Devices, Inc. v. Morrison-Knudsen Co. % 2z & v i S
Morrison-Knudsen Co. 1>+ — T -Rig 1 2% 74 > @ Jf & * J 4 Underwater
Devices, Inc. & JI# T 2 Hjire B2 § T E ALK NEER Y

f

v

WA DT 2 NBER R ERAL A R R RE B TRER Y 22
(=) ERABPH-EHE - AT ek H R {ITH
2 Ho e ﬂ&@p%%@% %ﬁﬁﬁfﬁ (2 R B AU T o

gl Ferfiiviz s B TR B IR LN A LR (2) F
Priiler 2 EflErcz W hlgE Lo

1-3\

AR RH NI 2RO S I R A RS EELE G B
TR BRI ARBAE AL o RBIOAER ALY 2 L 0 TABRE
BA|EEF R R o

GRS S A S ELIE REEE TSNS LN - RS e
SroAk b IR T BHINICI b UriE Pao JRES SN b SRE AL G A fAic R B o

B IRiar bRk A A diA-? 31 Milgo - 22 R w0 F A AR
WARE AL ARG TTEELABFRTEABL P TERRL &L E
AT AZEAFEADS LABET A
() R AR Al L

EEA A2 BAIF L A ok L B Fef A WL 4 A
100 S ARG R - SRR ORI T TR ¢
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#¢ 2 & 4107 i #% actual notice (FE¥ ) -

w8 F) % ¢ # 3 actual notice e %7 ? BT AR b o P B fS HE R 2

>S\

ﬁﬂﬁffu?:rr,f,%*gA;%u’fg:r-;@g CHEMEUCESAE R AN EF R gL

237 5 =% %, 197 8558 actual notice 2] % o

mh

= BV A F] S actual notice!®®

§

pooh s B P L AA R ELEESITR K?“W%"*?ﬁ“ actual
&
kJ

notice » 7% 3 ENiie bRt B2 T2 - o3 EF L TR MG
mEAP A E s TRARMPRL R EE TAPZAN L RIEH G
107

2 F 3R U iR 2 B R (in-house counsel)™" » i 2% ¥ ¢F 3R P52 i B (outside
counsel)'® » ¥5¥ i # % actual notice 2 32 %% -
(Z) s BEAXRZAWALF AT £53
¥ AR AR 12 55 &S actual notice » AR A T ANIRERA

7k FC % AW AIRIF AEE R R (good faith) » @ A H ¥ e &g -

TS AR FARF AT R R AT LT AR A

B2 2 TR AT AR ERAT

FRrtFRERAALZPFE S W HABRAT 7R BB 5 2 PFREo

104 American Original Corp. v. Jenkins Food Corp., 774 F.2d 459, 465 (Fed. Cir. 1985).

195 Jon E. Wright, Willful Patent Infringement and Enhanced Damages—Evolution and Analysis, 10
Geo. Mason L. Rev. 97 (2001), p110.

106 862 F.2d 1564 (Fed. Cir 1988), 666 F. Supp. 674, 696 (D. Del. 1987).

197 96 F.3d 1409 (Fed. Cir 1996).

1% Braun, Inc. v. Dynamics Corp. of Am., 975 F.2d 815 (Fed. Cir 1992).

o

1% ES i (2009) ﬁ%@%ﬂﬂﬁw e Iiﬁﬁlﬁl » B SR B SRR B SPTAE T” o
100-102 1 -

10 Underwater Devices, Inc. v. Morrison-Knudsen Co., 717 F.2d 1380, 1389-90 (Fed. Cir. 1983)
ML Es i (2009 ) FF.J[;J:‘? ﬂxﬂj@ & %{E [ﬂrﬁiﬁlﬁ, » B Sk SR ek a;efP;murrrF—q T” o 5T

105-106 FI ©
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fap i gL FrosL Bl YL &TF5 0w 2 pF(timely and
promptly) & fif 2 B X2 EL L A ¥ T 2 FHAARPF 5 L&A e
INEE

225 FA LA F R rgELEFIRL o

v}x

e iﬂgﬂ} fd’ﬁ”‘f’év’ L A IO ,}a.gg%,gﬂ EAL RS gi;«,\,
T2 & oo

“5&

A TRE R, 2 TSRl foclh TR i 3T
LZE 2 BH o0t BERA L2 A ERFIRE AL EY FEL B R

PR A m P TR UEFRE e, > A FFLAEL R BRLE

)

._\

prbo FRARAPRELERL AL Y BRETE T AR EFLR
MR R R R R e
~ 2007 ¢ : In re Seagate Technology, LLC % 3 ! 2_ #7i: %

_+ it Underwater Devices, Inc. v. Morrison-Knudsen Co. % 2| &%+ 2007 & Inre

BRI

Seagate Technology, LLC % 2|45 » o BZRise F 2572 fo p {740 M a e > 247
M FE % o1 /%}“f Underwater Devices Inc. v. Morrison-Knudsen Co.% x5 = 2_ & 3 & i*
g MR EP B R B FEPA R (—) RERSAEELET O
3 H {7 % (the infringer acted despite an objectively high likelihood that its actions
constituted infringement of a valid patent) ; (=) ZZBE *& 5 (7 5 X #1308 > 4k
BPRRE G AT Es(this objectively-defined risk was either known or so
obvious that it should have been known to the accused infringer.) -

BRIy bR Fe Al 2 ATHRE AL S T R BLdE 5 (objective reckless) -
#®& > objective reckless” ¥ 2L £ RIL = 2 B L3 o PR N E > B ZRice H
il A E 2 Tk | (reckless)z #£4 » "reckless” i "A:fﬂ S S AL A
e BVFEEORARIRG TR AP RG ARG RAPERE S
BANET TIRE S A AR R TR ) 2 AR o B PR g 2
WwoRETERD BEIGEY 2L FLER TEZREEZT AL TR

LHEAAER R REET 0 KERTF L S LN &R R o L AT

Wi

-



B A R

2 &1
SRR ZF A
(=) #

AELBBREREALG TP EZHE

AN - FREY O RAFHEPRL L Fat BT - B BB B AT A
M- BREEL'R? GEBEL S R G2 3B AR o
(‘:) ;5%:3'-& 'ﬁyﬁ f‘:\%‘ A EL’r\a\spB ’ tﬁ&ﬂ'} éﬁi’( f”:\% A %)’ %&%ﬁjﬁ'
FRANHED 5 - AR BB R EELS P PSR TRZ
TP A 2 AR e - TERE R RIEL %
WURA AL R R BT TR o
L AR R

AL L
Af A P= E )’ﬁFﬁa}-i_ _g,,‘f

7 PR 4 Py (clear and convincing evidence) 4% &
¥z & BTREHFER

I RET TP

;0

#

w

H

In re Seagate Technology, LLC %
d % In re Seagate Technology, LLC %
2

2 AT E FE AT LR
F B R AR R 2 AT R W 1R
FEMAELFENBEEI B X o

Sl SRl
CIRNE i JLE

A ARKA LGB R F o TE IR PR

z_ ¥ %) > & % f#/4 2. Underwater Devices, Inc. v. Morrison-Knudsen Co. % &
IR N

=S 3

PR HLR Y AR
2 A
BB r ABR2FH ¢ HEBEER L2 LB 2L
Pt Bk 32 B JI4R S~ 2 B o
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i 2% 3 EHRETASARRIR
Underwater Device % # & & A T iE
| : 1 Adverse 3§ R
FER A E LE B Inference
Actual Notice Affimaive Dutv

AR ERE A )
173 negligent s RArA @

Knorr-Bremse %

' F 5k

# K % Objective Bk B R

reckless

[ ® 3] Underwater Device % {5 § 732 FlH & s
TR AT EE

- Ta@min Bt TrRahsh | 238

% Underwater Devices % 2. 18T » R R HEP R L mF wE 25113
o RS TEEER C AAL A FAER o LG - RF Rt bR
F= 1986 & Kloster Speedseel AB v. Crucible, Inc. % 2 krx = 2. T & & J&#% | (adverse
inference)fp & pF > T A FIHFT L 2 2 L4 o

"F gk 2Pl i E R AR RN BRES AL ElEkz B RA L
BT TG AL N AAFREFRAANAE A FL B RA D
Fr AL BRI EL R A TALEE RE TF R G
2% REREBIIACFERELERIAL > F L ¢ BBPLZEA LI A

51



S s UE e N e A N

% P17 negligent 2 A2 & » @ < 15 RE R MRE O & eig PR

oot o BRI PR T L o & 2004 # Knorr-Bremse - %+ 55 =%
W P SRE ALY p o AR G e S AR AR A RS
FLANGHR I IE FHE 7 FH N TR AGaEES & TR R

7 & A
o B e R S e 1 TR S BT AT F g

AR
AN B TR AT EP p e k3 R (good faith) @ 7 4 & e F AR
AFHFREF RNETI ERLEFIALI NI BN 2P ELE 7 2

LA BLEEA ZUE f ¥ H2 Seagate & H| ¢ mpmicir b iR fh
W T AN - BB
ﬁ%%ﬁ@ﬁ%ﬁﬁ@@%?%W§ﬁ¢zkiégoiﬁﬁﬁﬁﬁ%ﬁﬁ
BhgaRiafi H-2 A TEREBFRL BN > RIAERBFAZ
WiEF AU TIRMN > TF F uekl RE > B AR f BBV L H
FE A B i R i (chilling effect) » fe 8 frpF i g 5 H o2 A0 T &)
HEE ) 2 NF R A AEAZ RS B WL s R
FaEig A FREFRA LA BV BARELHE LN JI g f T e @R
pheb s ol Y E R EZ 4 8 2 % & B eBay, Inc. v. MercExchange, L.L.C. %
4 AR Both 2 ABE & F“,\;/ﬁ;ﬁwﬂgrﬁ MEEEEZ PV A TR e g

»
2
e

Ho i A A R Rt o

i :}.éf)fgw% B &2 F R AT A > 3R 5 Underwater Devices 3 #f
2 A EI O KA FIBJIFIR DT MR AL € AR

(- )B4 %5 &6 0 B2REF 2 g >t BMW of North America, Inc. v.
Gore % 26| ¢ wor » XX AT RN 2 AH A RL TRLHFLF 5
(reprehensible conduct) » @ 2t @5 i#F 4 (negligence)z {7 = ° # Underwater
Devices, Inc. v. Morrison-Knudsen Co.— % 12 k730 4 2 1589 i F B 205 3§ 2
fe 2] 5] 5

()ﬁaF& BE D ABEERREENRMLFIRETRELL B R

fs‘«‘-
\
ﬁ

PP 44 3 actual notice T B F 2 Afed 2 T e SRR E %
LR AR L EEE TR RA -
(2)% FlIFIR 22 & g ¢ LEEBARERRIIF A A FELERLAE

s

AR YD 2 PEE S NIEMZ FIEA A F oA ERARTEP 2 F] o A

“~
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RS ¥ S REAN R AR

X g €FFFERHAE R LB B U R fﬂfi&éc actual notice @ /f § # & # &
zl‘(%uv%?\.&f"l/]i“ -~ Fi1tgFE A REBRA LI EA AT L2
B o EF et REE P LIRS R 0 R B IR R AIRTL A

3| o

4

SHe

Oﬂ@&ﬁﬁiﬂﬁ1ﬁi&&d%ﬁﬁﬁ&iﬁ@ﬁﬁiﬁéiﬁﬁ$i’
WAE S R A ARSI R & o VIR 2 AR R S R
#&113 o
2

=~ TRAREB, BE TRARIFRER L 230

#

4 > Underwater Devices, Inc. v. Morrison-Knudsen Co. % £ = 2_ % &, &
FEREBTEAAARILEST Y R MR AR R R
AT AR AFE - FHLEFA L2850 FLHmRt2p T i RE
WA R T AR - BT (T G B RAR L & 4 discovery A2 5 b end fE LR
W2 1T 4u% #9 (attorney-client privilege ) ; #2 T 1 i% = % %2 (work product
protection) | m @424 & 4G 3 I3t 2B FTAL o Ft > T A7 5 ARG R
discovery #2 & + cifa i ik | 2 Mo 2 g0l @ 2 5 Bl mgEm R
L2 g L ARBRLERL B

7% $1# (attorney-client privilege)'™® » %35 & discovery 424 ¢ - ¥ & F4h
BZFHENFEAEHAEFTUH AR L A s A THRAFE

" g pL g S -
113 Ryan Crockett, Balancing Burdens for Accused Infringers; How In Re Seagate Got It Right, 58
DePaul L. Rev. 1047, 1072-1073(2009)
B S FRSTE T A
WS prE A IS HE A Fniiaﬁﬂ—*j?@J (Attorney-client Privilege) » = ;=8 » £ #= ST
VR IS - 2006 10 ] - 5137 8] F1 104 1) N 5 E Y Fﬁé%ﬁ@J =
B B Eﬁ’? P"]r - WM[? ﬁb@ THykFEGE > 2006 & 12 F| > 5750 576 H] - F1 1) VM]T%’,
R VRFIBE SR BTSRRI - R
GRS 653 I F1 5 A PRI, - By % (2008) B AU RS-0 ) A — o 7t
Fuﬁ%rﬁa A P“? -kbﬁ‘”ﬁl [ 7 PR T SYTLEL -
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P F AT RSB BB 0 - B2 1R E 1 2 (common law) 2 @
B BAAH ANERF A RE R B R REEN o REFR A RETAL
L RETREREL L AT BRI E e fIEY
AERFEEREL T AL APIESR NS > FHE 1 ES RE
ZFHN F A 2 s TR g (privilege log) - Rt v 22

Wo¥h s FH S 2 B FEEH A EHgREEe.

.3_

U (2005)  FFIRMIF RS EIY F IR — K [ ORI © P R
FITFA G YL

7 Upjohn Co. v. United States, 449 U.S. 383, 389, 101 S.Ct. 677, 66 L.Ed.2d 584 (1981). FEL| %] -
http://en.wikipedia.org/ » A&z IH#] : 2010 = 2 | 5 [!

118 Federal Rules of Civil Procedure 26(b)(5) Claiming Privilege or Protecting Trial- Preparation
Materials:”

(A) Information Withheld. When a party withholds information otherwise discoverable by claiming
that the information is privileged or subject to protection as trial-preparation material, the party
must:

(i) expressly make the claim; and

(ii) describe the nature of the documents, communications, or tangible things not produced or
disclosed — and do so in a manner that, without revealing information itself privileged or
protected, will enable other parties to assess the claim.

(B) Information Produced. If information produced in discovery is subject to a claim of privilege or
of protection as trial preparation material, the party making the claim may notify any party that
received the information of the claim and the basis for it. After being notified, a party must
promptly return, sequester, or destroy the specified information and any copies it has; must not
use or disclose the information until the claim is resolved; must take reasonable steps to retrieve
the information if the party disclosed it before being notified; and may promptly present the
information to the court under seal for a determination of the claim. The producing party must
preserve the information until the claim is resolved.”

19 [y % (2005) > EJ! AR F 1 — R PR O - Pap 2 TR

FEHEA FEI"?” > §771-72 F1 - Duplan Corp. v. Deering Milliken, 397 F. Supp. 1146, 184 USPQ
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FEAE TR  akToapti B2 s L3772 R:
EE R 2 hiE R P A2 € R R fE R b 3R Bt 2000 # 2
In re Spalding Sports Worldwide — % ® ¥ T2 % % T L 2 AN ERZELL
2P @ BRI B BN R RIS R hR R R
VRRAE L R
REFERFERHEE A AT g R - PR -
%y 0 RIARR Y - £ 7 A 4E (subject matter)z st B2 EEF AP F 0 BT A
RATIRIPHLGFE P ALEATEAHN R - TP L EEREHE T 112
WA > AFEFGHBHE AT ZNL > FIFETATELEE T4 ﬁ E- 27 =

TRG D RA el AR - FFAREAF PELER > FRERF I G
BB ma ER L2 Az - BB EHEEIATRAZ Z B

kT EEAEEEA %@121 o
% 2006 & In re EchoStar Communications Corp. % © » Bif ZRi e b 2572 L 4 o1

- = 44 12 advice of counsel 7 5 17 > Trdde % 4% £ g2 iRk H BRI ¢ 3540
B>t - £ 1AL (subject matter)2 #75 £ EREF 2 AL AN F o St I EREE AT BT
LA BREEENTRSET BT AHEE L0 CRNERP G
ﬁ’?ﬁﬁﬁao%&—%’&%%?nﬂa%iﬁ%aiﬁ&~%%ﬁﬁiﬁ
v RARAL AT R Rk BRSO E R Y T AL e TR
BE - 2D RPEE S JARLE T 2 dpdy

Borh i g sk end s F k4 %R 0 $# & R L (opinion counsel) 2 §4% 4
T & k- #xd 0 pre g (trial counsel)z f4 % 4548 2 oo PR LR AR

BrH2Z FRT O FRAZT RIRFHFEFBBERZRE 0 S

Underwater Devices & fx = 2. 4 F &3P HERFT 2 A 3811 5 3 7 & o

775(D.S.C. 1974)

120 Knorr-Bremse, 383 F.3d at 1345; Am. Standard, Inc. v. Pfizer, Inc., 828 F.2d 734, 745
(Fed.Cir.1987)

121 Fort James Corp. v. Solo Cup Co., 412 F.3d 1340, 1349-1350 (Fed.Cir.2005); In re Seagate

Technology, LLC, 497 F.3d 1360, 1372-1374(Fed. Cir. 2007)
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AL AR ELFR LA A PN R 2 I B AR AR RELR

FHRPELLRILYNFR I 2P E R EHARL L PR A 2 R
BlR-TF 2429 TN A3V A R F RAREFEE S FLE AR S
Booad Bt - B TRAT G S AREE R PR L AR

F B2 ¢ o

7~ B & #F3d © Inre Seagate Technology, LLC %

% 14 2

2000 & 7 * 13 p > /» 2 Convolve Inc.22 Massachusetts of Technology * F
LXmRa R 2 kAR > 4 %R4L 2 Seagate Technology, LLC =2 # & 4
(% ®% 115 4,916,635 &7 5,638,267; # {6 * #2001 & 11 * 6 p Convolve Inc.
% % 6,314,473 5% B 1] > Convolve Inc. 9 #2002 & 1 # 25 p i3 & # -4
Bl > i 4c3%98 % 14 ) - Convolve Inc.7 1 %42 5 &R EH#2Z FE

W2 e ¥ PB4 2 £ Gerald Sekimura s 3w 1 E B2 2R L 3o
Gerald Sekimura £ 11 & = (> & i 28 L3 > 2000 & 7 * 24 p 42 45| % - i»
RLE v RARAFR L B R L2 A1 8 4916635 %% 2
5,638,267 ¥ & ] » & H|¥7R 2 S dcz 2%k G Ak WA A SR RS RE S T

%% 7 Convolve Inc.fgm A &2 & 41¢ 5 (Fp 5P 2 2 W% 1% 6,314,473
FL) o iR AR A STt iR B AlY

2000 & 12 * 29 p - Gerald Sekimura { #7H2 & L3 > 3407 - B SHNE
# 5638267 5LEJIF A WA oIS A R AT NE T AL ATRAT
Foe X&) ¥ % ]4,916,635 v f i - A 47 o Gerald Sekimura 2 x4k & & F
Convolve Inc.sh% ¥ g % (T H 15 (7582 % 6,314,473 505 1) ) ¥ - 2003
#2721 p GeraldSekimura 4o~ E %= >R 2% -

2003 & 47 » 44 £ & Convolve Inc. 2 #-17 Gerald Sekimura 2. = > % 2% 2
Fuper ¥ -1 Gerald Sekimura & feit2 > B = A L3 s T R 2 HH &1
ZH2 3 5k o Convolve INCAE T3t 3F2a ¥ 458 | A2 B TR L P AL
ez 3 H 4% 4% 48 (attorney-client privilege) & &£+ 1 1% & f 4% ## (work product
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protection) » ]t Eirsa FIM L B E AR EF R T AR F Aol B AR
2T % > M ARG I FAPNF o

2004 50 28 P oy ke iR A 2 BE 0 SRR RIS RIES T
(infringement) ~ s & % 415 »x(invalidity)£2 ¥ § *5 4 (enforceability) % % 58 » =
3 #2 % #¥ 1 (attorney-client privilege) ) 2 ik » H 23 # Flid F 477 3 23554
TR e AR EF R R LEE o F 2 BRI R BRE L
TREFLZ TAALFRPILEHTR I AZREREPFLL > T 82
FRRF 2 i M F A R s 27 Gerald Sekimura & 3 B 2 238 A Z T o pLeb o b
SRR ELE AR A © 2k B EEF O 1% % 45 45 4 (work product protection) e

RE2Jpt & R 2B 2 T8 74 5

1‘%@*ﬁ%i%i{’¢%ﬁgwéﬁiii‘iﬂﬁ??

2 MBS R R AR A e R N LT

3. RAEAKE A BE L FTH

A ML L F A R TEE A I AR R By A2 A

S #M R A F A4 44 2 Compag & P 2 *hIeR o v B A PE
WA DIRE A AR S0 E RBICE P kAP B 3

(interlocutory appeal) » Fj -85 2R ics b 25 fr i 4 {7 £ (Mandamus)ficdh = = i3 1
2 F L e BRARRCR bR BT L 2 it B OHA % 2 (enbanc'®) 2 g A

ARG Y R LR IR e SR 7] hearing en banc A1
%ﬁﬁg‘, [ (the panel » 1= F PR Y panel ) POy o PR EhEea PR Ao ik e poyied e 2 5
FllEE > B [UEFIRIERE en bane VA RL TR R > 3T [ R
ZJYK - http://enpan.blogspot.com/2009/10/en-banc.html - Az F 13 : 2010 & 2 F] 1 |!

(on bonk) French for "in the bench," it signifies a decision by the full court of all the appeals judges in
jurisdictions where there is more than one three- or four-judge panel. The larger number sit in judgment
when the court feels there is a particularly significant issue at stake or when requested by one or both
parties to the case and agreed to by the court. http://dictionary.law.com/Default.aspx?selected=625 - i3

[I30]:2010 & 2 F| 1 !
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B

(=) B Underwater Devices, Inc. v. Morrison-Knudsen Co.— % {8 fx = 2.7
7% (duecare) ¥R ZE B & ?

(C) FFFEA-CRUBFA AN PR EfIEL L L3 3R
b N R T IES I e

(Z2) FFFA-CRIBFA LU EHREE Tl B2 hix
TR R 2 1 1% % ff 4 48 (work product protection) ?

3

TN
?\.ﬁi
o
i
S

Z o EBAfR

(=) A Underwater Devices, Inc. v. Morrison-Knudsen Co.— % {8 /&> 2_j% %1
% %3+ (duecare) $hif » BB L EZREABE?

mpzniar bk e idg - Underwater Devices, Inc. v. Morrison-Knudsen
Co— %2 AL AMBEELF @ £1730 4 (negligence) > fa st &2 £ WA F 2
Bezo A gk
Bow 3 R Z Fwillful”2, P - 35 2 0 Gl sk BB 0 R BT ARARE R

b zoa pZbERAR B o 2R b 2502 AT 32 91 Safeco Insurance Co. of America v.

%
M
N

A F Tt e FOWillful 2 3w R AR LR T

Burr %z &% » P R E 2 P awillful™)a F7reckless™ 2 4 gk iy - A 222 2
& oertwillful” & 4knowing” > F #7712

gt ik @d o mmacae 32 Budi s Underwater Devices, Inc. v.
Morrison-Knudsen Co.% 1 k2 i & K +{58 > ¥ E R85 8 SR A 2 B Of
FABBEL R L2 KAr o IR 2 AT | &R AEE ¢ objective reckless >
FREAERLBRETZI TP Y ¥ 5 3HIRS &z, (clear and convincing evidence)
2R o

Tt 3rad = & “objective reckless”z_#rrp ik ~ E R Y 5 oo BN b

127 gafeco Ins. Co. of Am. V. Burr, 551 U.S. 47, 127 S. Ct. 2209, 2214-2215, 2216 n.20; In re Seagate

Technology, LLC, 497 F.3d 1360, 1371-1372(Fed. Cir. 2007)
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WA A AT AR RIS E L P RMF E LR TR AL
¢ o
(C) £FFA-RALFALUP EHS L&A BB L7 k%P
BRAFREFTLRS ] LHF HH?

TRy bRk skt £ B4R E ¥2 AfE0 B A RIMd F 2 o F Lo m
w b i€ ¢ Crystal Semiconductor Corp. v. TriTech Microelectronics
LFRDERL 0 @ F R LR R

TR
LA B FHT G R FE o BME 2k §F

International, Inc. — %'¢ s irer B R A2 BEFF AT 2 LB
Tad WFREF T - qj?g*}a i*
s R o KAy AT
LG ERE A ’é E- 2
Boovo BN bRk e X AP AR
B AT EFLITAEF - TRAREZEFAAL T AXERERY ALK Z
oo GAN B LAY A2 E A ke T A fIF 2w g aRY.
Bofs o Bt bR fadpd o BAIRES T AR - 7wyt 2T o
B HEAL D AR B LR AR AR 75 0 A A
A SRR R AN o B AT Aedm w2 (75 LF AN L RE
Mg S o we B R A e At 0 WA L R AR FIR o 2

o AR bR iR b AR e TASYR S ) 2 g I (reckless) 7 i o et B

ﬂm
N (m\a,

i P & Hickman v. Taylor % ¢ 2

ik £ (preliminary injunction) = ;73> s L 5 A A F T AFBLBE
AR AR S 2 BT SRR FHRARE TR S LT ARETERT £
&ﬂ’%ﬂ%A%ﬁéﬁﬂﬁﬁﬁﬁﬁ’?ﬁ T 2 EHETE A AT IE
F2ARR o

(2) FFFA-SRALFALUD FHS LA BRI HE LF ER%F

128 Crystal Semiconductor Corp. v. TriTech Microelectronics International, Inc., 246 F.3d 1336, 1352
(Fed.Cir.2001)

129 Hickman v. Taylor, 329 U.S. 495, 510-11, 67 S.Ct. 385, 91 L.Ed. 451 (1947)— % H&I HELFE ~ (=
’Uﬁffgﬁj?@J (work product protection)[fijZ [ Vﬂ%’lﬁdﬁj (attorney-client privilege) - ’Hiﬁaf*[ﬁw NEIN; %
iif%ﬁu wi%f [J[%I?\ [l BRI RG] - 42910 - Inre Seagate Technology, LLC, 497

F.3d 1360, 1373(Fed. Cir. 2007)
59



S s UE e N e A N

TR B TRGE?

1 1% & £ 4% 18 (work product protection) i dp (7 5 & 2 iz B F 0 7 L
P EIRG 0 bl Lek s F AW B SRR a8 A g
G ST ST T SR ST A SR
REF2Z0F pERFERZAIRD D7 802 e 0 H FERT oflF B
2 G4 § T3 % & (need) & & gt i R Fl¥g(undue hardship) 2 R T o
mERE 2 o

peek s EEFL FR K A LA fE 0 FF (factual)x T % 2 L4 458 (mental
process)L fFa & » @ 1 (T AfR AT H 2 BRI M TERF R BRA
Bz R FT RO A 2 FIE o RIF ARG K R B
TG

%ﬁﬁ’%%Mﬁiﬁgm%ﬁ’%4¢%ﬁm%;ﬁgalﬁ@ﬁgﬁu
PR TR Rl - kg R L (FAfRE 0 IR ER AN 3
ek o AL ERRARRT o bl FASFE A B G LG A 4T
R TABERAGERD PR

ﬁ”’%“ﬁﬁi%%?ﬂ@*’iiﬁéﬂﬁ%gigﬁaﬁ;@%%?
BRFFZ LRSIk o BEINA R 2 A FRFEFRLFHEE TR B
PR L RE -
(=) E R

f

O b ibdadh o BN b 2R it T B AT L

1~ M &L EE 23 S EHEM A 2 F BIE 5 (objective
recklessness) -

2% % HE xR B gy oAk T A P~ 8 % RE L (opinion
of counsel ) 2z & 3% o

3 B flHET A LR R REEP TFE AP BT s e
ZRREFAME A APEL 0 P EREL TP 25 RS #d5 (clearand
convincing evidence)f2 & o

4t g % 7R L (opinion of counsel) 1T Fr I 7 fE AL B H SR R iR

0 T T Y S S T 116 2007
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B L% 2 23 0 *2% 7 Underwater Devices, Inc. v. Morrison-Knudsen Co. %
ok zZoLfE e

54k it * & RiEf7 (opinion counsel)2. 1 (7= % (Ff i 5 7 AL &
Hyrm 1 P AR IEL 20 > 22 % 7 Underwater Devices, Inc. v.

Morrison-Knudsen Co. % 14 k2. L f# o
5> BEREE

i Seagate % H|4-Te = rum > & J ¥ 5 ¥+”Read factors” 2 #iok ~ Underwater
Devices, Inc. v. Morrison-Knudsen Co.— & x> 2. BB B9 133, 2. % %
#| o 3 # Eric C. Wrzesinski 7 i ¥t Seagate 7 = 2 § 7344 i® EEE=

Logeracse bordfu e ftec & BT {HmL 24
2R E B HETMRHEEZ T HFP Pl &2 THmE Y L
LEEZAIE A T3 b2 ke s
EREUECRVBIEUSEREY/ o 9 SR S e A & NS A U e
#”Read factors” ™ i 2. g 813
titzghiEk A Seagate 2 ¢ > R BERCAFTH AT A BT AE S o
AT G AR B RE LU ER o
Seagate % ¥ s » HA k2§ FHE i 2™
1 RFERETERE & e § RS & 29
2. F N TR R ATIRE
3. L AERML
4. g TR AT LR
éﬁﬁ Kenneth W. Brothers ¥2 Michael A. Weinstein 32 & » B 28 ¢ ae b 272 2.
Frig 8 T 2 prde % | (objective reckless) »  #-i¢ pt {8t R BEBAI LS 2 o H Y
*x- BT FIRMEE ) IR AR 1
PTATEFEREF - MR P EHEIT N ABRERY (547

v

= “objective reckless”z ;28 & &3t ik

131 Eric C. Wrzesinski, 11 Marq. Intell. Prop. L. Rev. 193, 207(2007)
132 Ryan Crockett, Balancing Burdens for Accused Infringers; How In Re Seagate Got It Right, 58

DePaul L. Rev. 1047, 1078-1080( 2009)
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Al ﬁﬁj‘]”???ﬁ:éiﬁﬁ A ¥

AR ER T ARG E TR 2 e T AR R -
DAAERE T S e R 2 IR R E A ?Z'Er:r"s K4

i - FR2 BB GFFLARTLER A F 2 R2ZE R 7 ipF

ﬂ@%~TK&“i%ﬁ&%@%’E@éiiﬁ%ﬁ@@‘%f@im

et Forii gt - R R T EFEHLLF o %y JustinP.
Huddleson < % #° = g 2R it b ori3 fete Seagate k2 - o H 235 5 0 W4z

B A A fEsE 0 T T AT T s ety (3 -2 A 5 "false positive

errors” » T & 5 MR L BB F MRS LR, 243 &2 TR F A
Fel) 24 3, (B #-2 fi"false negative errors” » € & & r;’-‘cﬁl@éf& MR EA T

% &, ) o @ Justin P. Huddleson 3% % Fif 2Riwsw b 32 et Seagate & 2. &>
BE gp 12 ’ﬁ-‘ﬁ’ﬁ R D s Rm Ar e BRI <.:Izi%4cl34 ) F] L R LR R A
R s 2B T B R A A AR A ket T

133 Kenneth W. Brothers1 and Michael A. Weinstein, Analyzing Allegations of Willful Patent
Infringement Claims After Seagate, 8-9, 2008

'3 Justin P. Huddleson =&~ #,1 [k Z gV 470 ({7 seagate FH Tpxﬁﬁﬁ?’uﬂ&/%& » H
,%EE%JI?:F 1 Seagate % i FrgyE ™ FE 4 false positive errors [ ESd< Ej{-JE 10.022 yi#& = 0.004 >
JR3E 2 false negative errors F‘ f£-0.265 Hiffy = 0.497 » PP =prfcats ™ RyFE ALY Rk i St
0.004 + 0.497 = 0.501 > “FEFIE 0,022 + 0.265=0.287 > w[%fitm%%i‘?@mﬁ%%i‘?
[ t'rju‘ o £ Justin P. Huddleson Iﬁﬁ 53 EJFETT&T” I?r QEIT@%FHE@&EJ@;%%%W

"SR negligence » PSS 1 FUAFR TR reckless o [ SBIEE -V EET BRI SRR

&

purpose ~ knowledge - recklessness % negligence - #%@L“éféplﬁ??‘i@ﬁﬂ%ﬂ [ 5 I
lﬁiw*ﬂ ARV B AR SPT Y = R PEET R Eﬁ? TR I R
I 4755 m)’j{‘p“ll[a{jﬁ& VIERET [[ » T ’*;fzi&ﬁll%gﬂg4 4 iFlH]ﬁ = \CE (- %’I/%’E@?l]‘}f%@ﬁ‘
\ﬂjf{/ﬂjf BE FJSVZI:TJIZIDFH J[F]gﬁ na_}\;—;;lﬁﬁ ’ﬂ"‘ﬁifﬂ‘g[E'JE%E‘:%ET&%@%% °

135 Justin P. Huddleson , Objectively Reckless: A Semi-Empirical Evaluation of In re Seagate, 15 B.U. J.

Sci. & Tech. L. 102, 125-138(2009)
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% ~ Kimberly A. Moore

# % Kimberly A. Moore % *: 2004 & 4 4 - 3 ¥ - 547§ 3247 1 11 £
B 1999 % 2000 # & & B 4 seriid B RS 2 T (#4200 fof ~ F 2
summary judgment % = ;% % ‘*dz ) T kLt o M2hkiE 4254 1 (A2 & 4] 6876

H—

£ ) » Kimberly A. Moore 2 # ¢ 2100 i* 5tk A rﬂffﬁg TR EREA
B ek 25 i 37 £ W& | F % & (the United States Patent and Trademark
Office, USPTO) 2. F 37 o gLz #7iB a2 1721 2 k% > (520 T 5836 ¢

NEUECREE A L E eSS 0SB ~ﬁ % 2 92.3% (F % fl#k
FE ORI AT Bl 92.8%)

- BRAVOIS TEANE BRI R A R T A AR
I S A RE AR AR I EF o0 GBI RSN
PR &~ RET R TN F R e

Kimberly A. Moore 3.p? gt - B R b F ic § & fajdfe s 8- 2 F %7
il BREL bR EEA ‘fﬂ-fﬁ% SRz 3 RE T s wEE
ERHEAN G RR RfEE AT - Bk T d B bl B e R
AEF 23T TIEhg R dpdy 0 0 AR d R DR R L2 U
SRALZ TR AT L e o A TR B4R A RSFR v 2 R ROt
PR Y T e pLBE2 A SRpE S FHH W T I dn iy

- S 021% (143 ) e s L F EERAEL A Y

P LB E R B FRAEER R TL7% S fofEfok o W 6.2%
Z_ & i~ %2 (gototrial) » A RTFLR BEFE N F P S 2 - T3 summary
judgment 42 5 > B FlE g B2 in 2 f 5 EF A A 2t summary judgment 7
B2 AR

B FTERBFTERERTEFZ R

bk 143 = ki 248 2 2 d # F i benchtrial fFO A Hon S kR &

2 vt bl 5 60.4% ; #4295 i f3 % UG jury trial Tk Hn R R &
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RS ¥ S REAN R AR

20t b 5 56.0% o kiR T Fe R Rt b 5 55.7%° -
BT B g 2] Ak 2 L TR & F ek R > & F bl4-"Read
factors” % H s x4 £ 2 F] % > b WARR RS L B2 55.7% R ¢ o i
32%B- (o Ak 2 e L WA IERE T & 0 » JRAGE 0 9T e F R R 8%
AT L TR £ -
b R R LAY R R R R0 63%AEFRIES H L T
Kimberly A. Moore #= % #-H g2 8 P J~ 1 1983 T 2000 & » gt #p F p &=
7 1585 & liEfEd i (HE 2276 B A]) & r F L o HE R BRI A
¥ % 664 ©* - 2 F 35 benchtrial 173 ASu T ek, RAEL B 5 67.7% 0 o
5% BE jury trial (e 3L ASh T & e R FEZ W B 5 52.6% 0 * 0 UE R
PR REY D RGN GBI R E LR 2 BIRE 0 S
91.9% ; 512 % M5 e BiE Y » SR F Rt ot AT R E & 2
%20 BRI 0 5 60.6% o
U LS TCR J G SE S 3 S R o o 1l - i =B
1983 & 2000 # F » B3t BiEz £ 5] 0 B2ticie b2k gt s % B
T2k R 046% (1 % B+ sl migEa Aiadr 5 5 934%
R d B Al mREA w‘ﬁt:‘:&:}?%‘ % 100% ) > e 4> 5 bench trial 3222 %
2 faiF ¥ ¥ 80.0% (bench trial T R EHEA 7&}&3’&%% % 77.5% > bench
trial 3227 f = R B A ‘&:}fi % 82.8%) -
—ERBR TR MANRFBMARTIGEF L AL B B g
7 f+ > 42 Kimberly A. Moore #ﬂ k3 Rl S e s B U S E S =N L P
P2 FHAUVEL GETIERTEZ 52 s BFFRG -
T~ RBEFR LD s
Kimberly A. Moore 4p 1 » A3k IR L2 2 B F 2 AR T & i
R IS B84%  EG RNEFL AL AR TS EL R b

0PI SRR R B Y Y EIED 60.4% > R IIRIEA
A P15 56.0% B 157 55,796 11 457 [ 45 55.79%+ ~ %, 1) (48 [F % 60.4% )

+ (95 (F x56%) = 57.5% » fis kA | KE - 55.7%(1] £ 57.5% 1 L -
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E RIS ¥ S ITEN 51 (e o a A

45% -

Pt R T e M T A 2 SR B Ao 2R R R el i34 % bench trial

PRCAEE s fjurytrial ¢ R H P oAg o

[% 3] B2F L AHRTHEARREF LB

Willful Not Willful
Attorney Opinion 51.4% 48.6%
No Attorney Opinion 63.2% 36.8%
Bench Trials
Attorney Opinion 44.8% 55.2%
No Attorney Opinion 84.2% 15.8%
Jury Trials
Attorney Opinion 55.8% 44.2%
No Attorney Opinion 56.1% 43.9%

7R kR - Kimberly A. Moore, Empirical Statistics on Willful Patent

Infringement, 2004

# ~ Kimberly A. Moore 15 3

WL KA FIT AR et 2000 E T 2 F ATy 0 <At
4 Kimberly A. Moore 2 #3877 > H a7 5 = 2 th (2 T 5% ik 7
(RN =g Al

PR RRFauEE > 5 p Seagate % |4 i - F4= > 3 Seagate % ¥4
TS - FE- B pFER R g 2006 £ 8 P 21 p 423 2009 #3 * 20 p

BT A MBI 0K JI*IJFLS“‘E*,LIQ@ FRIPE + 1SR AR Rk In Re

Seagate R ELF[ 1o o ST [k S8 ?RETYFATUTPEK ° 57 63-90 FI - 2009 &F 5 | o



RS ¥ S REAN R AR

S iEkRATuEH o KE Kimberly A. Moore 53E & & 38 24535 R B
FOTH OBANE S B chd 2 o F AN v FRBRARAS TSR T3 8
;J--:%. (

1138
Ve

frfzk it ) rFfd o Fgt 2 * Westlaw FALE P #7i $8F 3| ene 2 F

3~EpP i

r27patent & willful & infringe” % BiéE3 > R E R R R > 27 TR EHHF -
BR8N e E e F2 35 5P ALl d ity
W2 kit nf T RFWM e R A E T AR 22 o R{SEDEI52
FIEAE IR RESAT-
4~ % g h AR

#¥-52 BARiEARE BE*H 218 &4+ (DutyofCare) #28 » % 4 5
pre-Seagate -2 £ post-Seagate 3 » w35 27 * 0 S F3E G 23 1 o 4R 2
ﬁé’gjﬁg 13 Hi;fé,z EAR I 2 1@'& I AE MR AZY o
5 iki2 FRiB(TARR A HF
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TR KR A7 T2 John R. Alison, The Art of Patent Notice: Best Practices for

Giving and Responding to Notification of U.S. Patent Rights, 2009

(-) EMAEHIHLNEER BN AEL S F TV NI A
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(F) % AEBflET R EG FRY O RARFEREGE HABE
WEH-AMLELT (fREFRE) B BRI BA G RS BETES
g hE L .

() ¥4 520 FREMRNBELEEL ZrRREIHE o EleH &L A
4R 42 8% > I R ALl R EY BB B RL R

(z) B#LERBED VFEMAZ T~ I0F S -

LA HEL L AR

B R AT ERL S BT AIRRA
(-) Moz THiEE EmE o 1 BRI RS TR gL & R L3 TR
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e AE e

(5) B2 TEEF B E0

(Z) BEZEFH T BREL DL LB
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o
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44 John R. Alison, The Art of Patent Notice: Best Practices for Giving and Responding to Notification
of U.S. Patent Rights, from materials of the course” Strategic Management of United States Patent

Litigation:  Trial Practice, Risk Management, Patent Valuation”, 2009 Spring in NCCU. ”J”F “H"—E

2 SREHOEFHEPAS » £ 309-320 + 2010 -
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(2) MEFEDTI (blaob >t B dndy « BifEz & &)
(I) GERFRP AR EI SV AP FF A o222 hd s TRAPEP
Moo gt FEP OB PR L 2 A A

() L FERITY BT Fam BL R

(5) U HEET M T L AREE ET RS

(M) FrEF ZRREE - BAIEY FA F0 0 ot A kg L 45k L R (good faith) 2
f o

(1) BH2P % WAL R L BT L F 2P

AT X S N,

TR bRk Bt seagate Sk A0 R 7 oAk Bl ALY 1S (2 4 5 (reckless)
7% 0 e B2 0 4 (preliminary injunction) fedgie 5 € i 5 @ BB A F T A
LR R LA S 2 B > BERE I EFRAREF 2T A
AT E O B EAFRZASEGE L TR ATRELE
7 5 W & D) # 5 (reckless) 2 /2. & o

E~RERLR

AER ST R f EEE A - & K2 % B % 2 (jury trial) Tt 4e 25 s
L PR G R » F B]3¥2ar2 bench trial = ;% % 1@

ﬁ&%ag’%“h%@ Fes § 4lo 2t hFE R F B ook T
ZARES s S RFEJHEA A HEBEA G ONEZ T G 2 HE L
FRBALEr FAPEENF R L HET . ph s R L FETH K
AR B R B RARG TED D HONATRE T R 2 PR L R
HEEFAFT I RRT > L RE REEEEY -

AL A TR T HEL Rz T RO A AL ok E T e

\

M TG AT T S BRFA > B S Pl - 1 153-154 » 2007 - fI
#ﬁa@%ﬂﬁ%@@@%i“%ﬁﬂy’“aﬁ@%’mﬂﬁ%

http://naipo97.pixnet.net/blog/post/24243902 » Aga [ 1#H : 2010 & 2 F] 21 |
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A2 BiE# benchtrial o ptoh F 82 F TS L B8 M REATRZE L
(MOL)# + 2 » m A2 F i3 L 2 48 ¢ - xSl i F BlR e & B PR B AL

FHRREEFEM A% a2 B2 RE 2 fofpiEet®.
o8 ARBZAER

% % In Re Seagate % ;4% » # W& f|:c & ¥ % (Patent Reform Act) = 7k &

=

Uk IR £ 258 IR 7 2005 3 A 1R 5 5 05 5

\¢

(o]

6 FEHERLBRRLRTFEY P RAETD 23 e U A R
LEEa TR sz h2 > wAHTAZmEd 2 - paRg

1~ # R, 4F @ (deliberately copied a known patented invention) ;

2~ TR E L 1 v FEE %48 7 5 (continued acts of infringement after
receiving a written notice of a claim from the patent holder) ;

3~2ar X% A f;“mt ERSIFEKE EEE S —‘ﬁ(continued acts of
infringement against the same patent even after the court has previously declared that
these acts constitute infringement) -

BERMEE 2007 £H 12 Bl E XA H5EMY 0 AR vy bz
BEd o ‘Elfﬂ*ﬁéiﬁ R e

o Bl E ¥ kAR w G LR g (good faith) 2. A i A EF K

TIHZREHE2Z - > RT LR Ltk d g e

1~¥E I L2 £BRHE

2 EEABPREELS Y 2T RELEELER

3~ H B Epmns EaE LR é‘.F\FE-;b%s

i B 71 Patent Reform Amendment 2010 ¥ - 84 $tc & g2 R x 3 L 3%

\_
%

YO EA S MR S BT FTJI [ E AR R - {[E!S"?’j“ﬁﬁ‘i"_"i@f%?iﬁ % In Re
Seagate “R'EG[1-0 PP T BLF PGP (Y & 0 SV T8 10 2000 F 5 £ -

7 Doug Harvey, Reinventing the U.S. Patent System: A Discussion of Patent Reform Through An
Analysis of the Proposed Patent Reform ACT OF 2005, 38 Tex. Tech L.Rev.1154-1155(2006)

148 patent Reform Act of 2007, H.R. 1908, 110th Cong. § 5(c)(1)

149 58 dpllr 1047
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F RLEE 0 FRIEERAT I T2 35U.S.C. 8284 15 337 (d)ME s R B R 5 AR

BT gt 2 GG RiT- 45

150 patent Reform Amendment 2010 §4 :
() DAMAGES.—Section 284 of title 35, United States Code, is amended—
(4) by adding at the end the following:
“(d) WILLFUL INFRINGEMENT.—

“(1) IN GENERAL.—The court may increase damages up to 3 times the amount found
or assessed if the court or the jury, as the case may be, determines that the infringement of
the patent was willful. Increased damages under this subsection shall not apply to
provisional rights under section 154(d). Infringement is not willful unless the claimant
proves by clear and convincing evidence that the accused infringer’s conduct with respect to
the patent was objectively reckless. An accused infringer’s conduct was objectively reckless
if the infringer was acting despite an objectively high likelihood that his actions constituted
infringement of a valid patent, and this objectively-defined risk was either known or so
obvious that it should have been known to the accused infringer.

“(2) PLEADING STANDARDS.—A claimant asserting that a patent was infringed
willfully shall comply with the pleading requirements set forth under Federal Rule of Civil
Procedure 9(b).

“(3) KNOWLEDGE ALONE INSUFFICIENT.—Infringement of a patent may not be
found to be willful solely on the basis that the infringer had knowledge of the infringed
patent.

“(4) PRE-SUIT NOTIFICATION.—A claimant seeking to establish willful
infringement may not rely on evidence of pre-suit notification of infringement unless that
notification identifies with particularity the asserted patent, identifies the product or process
accused, and explains with particularity, to the extent possible following a reasonable
investigation or inquiry, how the product or process infringes one or more claims of the
patent.

*“(5) CLOSE CASE.—The court shall not increase damages under this subsection if the

court determines that there is a close case as to infringement, validity, or enforceability. On
74
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H372-8284(d)(1) 5 - AR Al 2 %aﬂ@wwmmwﬁ*i;ﬁ%%iﬁﬁ
I F ¥ n % InRe Seagate % 2|4 % 4 1 ik & BB PATH & 12 "objectively
reckless” » B X T AZBBABEY o T RIHF 5 LR %R
A ‘ﬁ&mﬁuﬁﬁé4@¢mﬁJ6$ﬁ’f&%ﬁ@$ﬁ
£ "clear and convincing”z_ #2 &

W72 8284(d)(2)*R z A= 372 R > B AR L R R SR & Federal
Rule of Civil Procedure 9(b)™™'2. & &> » T h 2 AR I H 22 2RFIEF > 1
2 EEN  F L

H372.8284 (d)(3)* k> A W T4 sk k& &4 iﬁéﬁ,f
WAL HE R RE

3372 §284 (d)(4)4. % T3 i Ao (PRE-SUIT NOTIFICATION) 40 % 4
prd 2 B A FHEN TE AR wl v ) 28y (b4r&L ) 45k
A REREE M 2 D FR Y EeRp X BT 2 FREJIEL R
B RSB AR HEE e BT R BB EE

W72 8284 (d)(5) B B2 R L AT REEELFH

H 3728284 (A)(6)*LH| 7 s Epp Az B pFEE w F AT RIS ST
TRELERRETLZFT o @A LR

the motion of either party, the court shall determine whether a close case as to infringement,
validity, or enforceability exists, and the court shall explain its decision. Once the court
determines that such a close case exists, the issue of willful infringement shall not thereafter
be tried to the jury.

“(6) ACCRUED DAMAGES.—If a court or jury finds that the infringement of patent
was willful, the court may increase only those damages that accrued after the infringement
became willful.”

31 Federal Rules of Civil Procedure 9. Pleading Special Matters

(b) Fraud or Mistake; Condition of Mind :

“In alleging fraud or mistake, a party must state with particularity the circumstances constituting fraud
or mistake. Malice, intent, knowledge, and other conditions of a person's mind may be alleged

generally.”
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pevh s 272 A2k . 35US.C8298 ¢ s B b A (B T iz A ABE
Advice of Counsel » & & it *t 3%z @ 41 £ Advice of Counsel | }* - £ > e & 4§
A AR R RS e st 7 s % In Re Seagate REEE A BERIBLP 2
{.

¥ £ & 2005~ 2007 & & fzc s 2 %22 2010 # & flexd 2 % ¥ UFRD
guméﬂﬁiﬁziﬁﬁﬁﬁﬂﬁﬁﬁﬁii%;a@gmﬁﬁéi—mﬁi

RHERS A TRBESR P, & THRE RO IR 2
*ﬁ’??Jéﬂﬁﬁ%%ﬁﬁﬁﬁﬁ”i%%°iP%Né’5iii%ﬁﬁ
B A o Aa HABFrG TR E 2

1~ @ z_willful infringement 5 = 2 a2 & £

2 ~ Bcte 4] willful infringement mﬁiz\. I

S-RBREZEHEFEFE

d PV TR AERA S UERE R AU 2 FR
e ITHUGFRF 22K >~ BT 2 F A~ Rk

152 (e) ADVICE OF COUNSEL.—Chapter 29 of title 35, United States Code, is amended by adding at
the end the following:

*“8§ 298. Advice of Counsel

“The failure of an infringer to obtain the advice of counsel with respect to any allegedly infringed
patent or the failure of the infringer to present such advice to the court or jury may not be used to prove
that the accused infringer willfully infringed the patent or that the infringer intended to induce

infringement of the patent.”.
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